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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

 

SBE HOTEL LICENSING, LLC   ) 

       ) 

  Opposer,    )  

 v.      ) Opposition No. 91227369  

       ) 

LUXE HOSPITALITY COMPANY, LLC   ) 

       ) 

  Applicant.    ) 

 

 

RESPONSE TO BOARD INQUIRY REGARDING MOTION TO SUSPEND 

 

In its order dated April 28, 2016, the Board ordered Opposer SBE Hotel Licensing, LLC 

to provide a copy of the operative pleadings in Luxe Hospitality Company, LLC v. SBE 

Entertainment Group, LLC, et al., Case No. 2:15-cv-07115, which are attached hereto.  

Specifically, attached hereto are (1) sbe’s counterclaims against Luxe Hospitality, (2) Luxe 

Hospitality’s answer to the counterclaims, (3) Luxe Hospitality’s second amended complaint 

against sbe, and (4) sbe’s answer to the second amended complaint.  Opposer contacted 

Applicant to obtain consent to the suspension, but to date, has received no response.  

Respectfully submitted, 

  

Date:  May 5, 2016    By: /Lee J. Eulgen/  

       One of the Attorneys for Opposer, 

       SBE Hotel Licensing, LLC 

 

       Lee J. Eulgen 

       Katherine Dennis Nye 

       Neal, Gerber & Eisenberg LLP 

       Two North LaSalle Street, Suite 1700 

       Chicago, Illinois 60602-3801 

       (312) 269-8000 



CERTIFICATE OF SERVICE 

 
I, Katherine Dennis Nye, an attorney, state that, pursuant to 37 CFR §§ 2.101 and 2.119, I 

caused a copy of the foregoing Response to Board Inquiry Regarding Motion to Suspend to be 

served upon: 

 

DANIEL P. MULLARKEY 

NOVAK DRUCE CONNOLLY  BOVE + QUIGG, LLP 

1875 EYE STREET NW, 11TH FLOOR 

WASHINGTON, DC 20006 

 

BRETON BOCCHIERI  

WES KLIMCZAK  

DANIEL MULLARKEY 

POLSINELLI, PC 

2049 Century Park East, Suite 2900 

Los Angeles, CA 90067 

 

via First Class Mail, postage prepaid, on May 5, 2016. 

 

/Katherine Dennis Nye /  

 Katherine Dennis Nye 

 

 



SBE’S COUNTERCLAIMS

CASE NO. 2:15-CV-07115

1 

2 

3 

4 

5 

6 

7 

8 

9 

10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

26

27

28
 

DANIEL M. PETROCELLI (S.B. #97802)
dpetrocelli@omm.com
DAVID MARROSO (S.B. #211655)
dmarroso@omm.com
DREW E. BREUDER (S.B. #198466)
dbreuder@omm.com
MEGAN KELLER SMITH (S.B. #307381)
megansmith@omm.com
O’MELVENY & MYERS LLP
1999 Avenue of the Stars, Suite 700
Los Angeles, California  90067-6035
Telephone: (310) 553-6700
Facsimile: (310) 246-6779

Attorneys for Defendants
SBE Entertainment Group, LLC, SBE Hotel 
Licensing, LLC, SBE Hotel Group, LLC, and 
SBEEG Holdings, LLC

UNITED STATES DISTRICT COURT

CENTRAL DISTRICT OF CALIFORNIA

Luxe Hospitality Company, LLC,

Plaintiff,

v.

SBE Entertainment Group, LLC, SBE 
Hotel Licensing, LLC, SBE Hotel 
Group, LLC, and SBEEG Holdings, 
LLC, 

Defendants.

Case No. 2:15-cv-07115-JAK (JPRx)

SBE ENTERTAINMENT 
GROUP, LLC, SBE HOTEL
LICENSING, LLC, SBE HOTEL
GROUP, LLC, AND SBEEG
HOLDING, LLC’S 
COUNTERCLAIMS AGAINST
LUXE HOSPITALITY 
COMPANY, LLC

Judge:  Hon. John A. Kronstadt

SBE Entertainment Group, LLC, SBE 
Hotel Licensing, LLC, SBE Hotel 
Group, LLC, and SBEEG Holdings, 
LLC,

Counterclaimants,

v.

Luxe Hospitality Company, LLC,

Counterdefendant.
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For their Counterclaims against Luxe Hospitality Company, LLC (“Luxe”),

SBE Entertainment Group, LLC, SBE Hotel Licensing, LLC, SBE Hotel Group, 

LLC, and SBEEG Holdings, LLC (together, “sbe”), allege on knowledge as to their

own conduct and on information and belief as to all other matters, as follows:

JURISDICTION AND VENUE

1. These Counterclaims arise out of the Complaint which alleges 

purported violations of and seeks remedies and relief under the Lanham Act, 

15 U.S.C. §§ 1114, 1119, and 1125(a); California Business and Professions Code 

§§ 17200 et seq.; and California common law.  These Counterclaims further arise 

under the Federal Declaratory Judgments Act, 28 U.S.C. §§ 2201 et seq.

2. This Court has original jurisdiction over these Counterclaims pursuant 

to 28 U.S.C. §§ 1331 and 1338, and 15 U.S.C. § 1121.  

3. This Court further has jurisdiction over these Counterclaims pursuant 

to 15 U.S.C. § 1119 because they seek the cancellation of trademark registrations 

in an action involving those registrations.

4. This Court has personal jurisdiction over Luxe, and by filing its 

Complaint in this Court, Luxe has consented to personal jurisdiction in this district. 

5. Venue is proper in this district under 28 U.S.C. § 1391.

FACTS COMMON TO ALL COUNTS

6. sbe is a global hospitality and entertainment company which owns, 

manages, and operates a collection of award-winning hotels, residences, 

restaurants, and nightlife destinations.  sbe has achieved tremendous notoriety and 

success in its field, including in the hotel industry with its brand SLS Hotels.  

7. As part of its business, sbe has developed trademarks and design 

marks to identify it as the source of its products and services.  The family of 

trademarks owned by sbe in the international goods class for hotels and residential 

services under the SLS Hotels brand include “SLS,” “SLS Hotels,” “SLS HOTEL 
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AT BEVERLY HILLS,” and two marks depicting the distinctive SLS Hotel 

chandelier design mark, “SLS HOTELS” and “SLS LUX,” pictured below.  

 
 

8. Certain of sbe’s advertising and promotional materials, website, and 

certain of its hotel and residential properties prominently display one or more of 

the trademarks listed above, clearly designating sbe and its SLS Hotels brand as 

the source of the products and services.  

9. On March 12, 2014, sbe submitted an application and drawing of the 

“SLS LUX” mark to the United States Patent and Trademark Office (“USPTO”) 

for review.  The USPTO published the SLS LUX mark for opposition on August 5, 

2014.  On September 30, 2014, the USPTO issued a Notice of Allowance for the 

SLS LUX mark, noting that no opposition to the mark was filed.  The mark was 

registered on July 21, 2015 in Classes 035, 036, and 037.  A child application for 

the mark’s registration in Class 043 is pending, awaiting the filing of a statement of 

actual use.

10. Luxe has claimed trademark rights in the word “LUX” and has alleged 

that sbe’s registered mark, “SLS LUX,” infringes upon Luxe’s rights in its 

purported marks for the word “LUXE.”
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11. The USPTO previously rejected Luxe’s application for registration on 

the Principal Register for its purported mark “LUXE,” a predecessor to 

Registration No. 3,458,611, in the class of goods for hotel services, however, 

because it concluded that the mark was merely descriptive and generic as to the 

hotel service industry.  As the USPTO explained, “Luxe is defined as ‘1.  The 

condition of being elegantly sumptuous.  2.  Something luxurious; a 

luxury.’ . . . Luxury in return is defined as “sumptuous living or surroundings.’  As 

the dictionary definition states, it is “often used to modify another noun: a luxury 

condominium; luxury accommodations.’”  Accordingly, Luxe’s purported mark, 

“Luxe, which is defined as luxury, is descriptive of hotels because it indicates a 

type or class of hotels.  If applicant offers ‘hotel services’ for luxury hotels or luxe 

hotels then the mark is descriptive of the services.  Specifically, without 

imagination, thought, or conjecture, when applicant’s mark is viewed in relation to 

its services, it immediately indicates that the applicant offers ‘hotel services’ in 

luxury hotels or luxe hotels.”

12. Upon information and belief, Luxe has filed additional trademark 

applications since the filing of this lawsuit, including for such marks as “LUXE,” 

“LUXE COLLECTION,” “LUXE CLUB,” “EXCLUSIVELY LUXE,” and 

“LUXE HOTELS AND RESORTS.”

FIRST COUNTERCLAIM

(Cancellation of U.S. Trademark Reg. No. 4,177,255 – Mere Descriptiveness)

(15 U.S.C. §§ 1052(e), 1064, 1115(a), 1119)

13. sbe incorporates herein by reference Paragraphs 86 through 97 hereof.

14. On July 17, 2012, Luxe obtained U.S. Trademark Registration No. 

4,177,255 for its purported mark “LUXE HOTELS” in Class 044 for “health spa 

services.”

15. “Luxe” is a commonly used descriptive term, and is defined as 

meaning “luxurious,” “deluxe,” “elegance,” “sumptuousness,” and “luxury.”  

Case 2:15-cv-07115-JAK-JPR   Document 67   Filed 03/21/16   Page 4 of 16   Page ID #:380
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16. Luxe’s alleged mark LUXE HOTELS merely describes purported 

qualities or characteristics of Luxe’s hotels and the health spa services offered 

therein by Luxe. 

17. The alleged mark LUXE HOTELS does not require any exercise of the 

imagination to be understood as describing purported qualities or characteristics of 

Luxe’s hotels and the health spa services offered therein.

18. The USPTO has acknowledged that Luxe’s purported “LUXE” mark is 

merely descriptive of the services offered by Luxe.

19. The alleged mark LUXE HOTELS has not acquired secondary 

meaning and is not inherently distinctive.

20. When used in connection with Luxe’s hotels and the health spa 

services offered therein, the alleged mark LUXE HOTELS is merely descriptive of 

the products and services, and U.S. Trademark Registration No. 4,177,255 for the 

mark is thus invalid, unenforceable, and should be cancelled.

21. In light of Luxe’s reliance on its purported rights in U.S. Trademark 

Registration No. 4,177,255 to support its claims against sbe in this action, sbe 

reasonably believes that it has been or will be damaged by the continued 

registration of the alleged mark LUXE HOTELS, U.S. Trademark Registration No. 

4,177,255.

22. sbe is thus entitled to cancellation of U.S. Trademark Registration 

4,177,255.  

SECOND COUNTERCLAIM

(Cancellation of U.S. Trademark Reg. No. 4,212,420 – Mere Descriptiveness)

(15 U.S.C. §§ 1052(e), 1064, 1115(a), 1119)

23. sbe incorporates herein by reference Paragraphs 86 through 107 

hereof.
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24. On September 25, 2012, Luxe obtained U.S. Trademark Registration 

No. 4,212,420 for its purported mark “LUXE WORLDWIDE HOTELS” in Class 

043 for “hotel accommodation services” and “hotel, restaurant and bar services.”

25. “Luxe” is a commonly used descriptive term, and is defined as 

meaning “luxurious,” “deluxe,” “elegance,” “sumptuousness,” and “luxury.”  

26. Luxe’s alleged mark LUXE WORLDWIDE HOTELS merely 

describes purported qualities or characteristics of the hotel products and services 

offered by Luxe. 

27. The alleged mark LUXE WORLDWIDE HOTELS does not require 

any exercise of the imagination to be understood as describing purported qualities 

or characteristics of Luxe’s hotel products and services.

28. The USPTO has acknowledged that Luxe’s purported “LUXE” mark is

merely descriptive of the services offered by Luxe.

29. The alleged mark LUXE WORLDWIDE HOTELS has not acquired 

secondary meaning and is not inherently distinctive.

30. When used in connection with Luxe’s hotel products and services, the 

alleged mark LUXE WORLDWIDE HOTELS is merely descriptive of the 

products and services, and U.S. Trademark Registration 4,212,420 for the mark is 

thus invalid, unenforceable, and should be cancelled.

31. In light of Luxe’s reliance on its purported rights in U.S. Trademark 

Registration No. 4,212,420 to support its claims against sbe in this action, sbe 

reasonably believes that it has been or will be damaged by the continued 

registration of the alleged mark LUXE WORLDWIDE HOTELS, U.S. Trademark 

Registration No. 4,212,420.

32. sbe is thus entitled to cancellation of U.S. Trademark Registration No. 

4,212,420.  

THIRD COUNTERCLAIM

(Cancellation of U.S. Trademark Reg. No. 4,212,421 – Mere Descriptiveness)

Case 2:15-cv-07115-JAK-JPR   Document 67   Filed 03/21/16   Page 6 of 16   Page ID #:382



7 SBE’S COUNTERCLAIMS

CASE NO. 2:15-CV-07115

1 

2 

3 

4 

5 

6 

7 

8 

9 

10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

26

27

28
 

(15 U.S.C. §§ 1052(e), 1064, 1115(a), 1119)

33. sbe incorporates herein by reference Paragraphs 86 through 117 

hereof.

34. On September 25, 2012, Luxe obtained U.S. Trademark Registration 

No. 4,212,421 for its purported mark “LUXE” in Class 043 for “hotel, bar and 

restaurant services.”

35. “Luxe” is a commonly used descriptive term, and is defined as 

meaning “luxurious,” “deluxe,” “elegance,” “sumptuousness,” and “luxury.”  

36. Luxe’s alleged mark LUXE merely describes purported qualities or 

characteristics of the hotel products and services offered by Luxe. 

37. The alleged mark LUXE does not require any exercise of the 

imagination to be understood as describing purported qualities or characteristics of 

Luxe’s hotel products and services.

38. The USPTO has acknowledged that Luxe’s purported “LUXE” mark is 

merely descriptive of the services offered by Luxe.

39. The alleged mark LUXE has not acquired secondary meaning and is 

not inherently distinctive.

40. When used in connection with Luxe’s hotel products and services, the 

alleged mark LUXE is merely descriptive of the products and services, and U.S. 

Trademark Registration 4,212,421 for the mark is thus invalid, unenforceable, and 

should be cancelled.

41. In light of Luxe’s reliance on its purported rights in U.S. Trademark 

Registration No. 4,212,421 to support its claims against sbe in this action, sbe 

reasonably believes that it has been or will be damaged by the continued 

registration of the alleged mark LUXE, U.S. Trademark Registration No. 

4,212,421.

42. sbe is thus entitled to cancellation of U.S. Trademark Registration No. 

4,212,421.  

Case 2:15-cv-07115-JAK-JPR   Document 67   Filed 03/21/16   Page 7 of 16   Page ID #:383
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FOURTH COUNTERCLAIM

(Cancellation of U.S. Trademark Reg. No. 3,458,611 – Generic)

(15 U.S.C. §§ 1064, 1119)

43. sbe incorporates herein by reference Paragraphs 86 through 127 

hereof.

44. On December 23, 2008, Luxe obtained U.S. Trademark Registration 

No. 3,458,611 for its purported mark “LUXE” in International Class 043 for “hotel 

services.”  

45. As applied to the goods and services described in U.S. Trademark 

Registration No. 3,458,611, “LUXE” is a generic adjective used to describe a type 

of product—hotels and the goods and services offered therein—and not to identify 

Luxe Hospitality Company, LLC as the producer.

46. The word “Luxe” has been used by the relevant public and third 

parties for decades to describe high-end hotel brands and the services that they 

offer.

47. The USPTO has acknowledged that Luxe’s purported “LUXE” mark is 

widely used as a mark to describe a type or class of hotels.

48. The relevant public understands that LUXE is a generic term for a 

luxurious hotel brand and its services.

49. The relevant public associates LUXE with an entire class of products 

and does not associate Luxe Hospitality Company, LLC or any other entity as the 

source of LUXE.

50. LUXE has become a generic term for luxurious hotels, the class of 

goods or services identified in U.S. Trademark Registration No. 3,458,611, and 

therefore the registration is subject to cancellation pursuant to 

15 U.S.C. §§ 1064(3) and 1064(5).

51. In light of Luxe’s reliance on its purported rights in U.S. Trademark 

Registration No. 3,458,611 to support its claims against sbe in this action, sbe 
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reasonably believes that it has been or will be damaged by the continued 

registration of the alleged mark LUXE, U.S. Trademark Registration No. 

3,458,611.

52. sbe is thus entitled to cancellation of U.S. Trademark Registration No. 

3,458,611.  

FIFTH COUNTERCLAIM

(Cancellation of U.S. Trademark Reg. No. 4,177,255 – Generic)

(15 U.S.C. §§ 1064, 1119)

53. sbe incorporates herein by reference Paragraphs 86 through 137 

hereof.

54. On July 17, 2012, Luxe obtained U.S. Trademark Registration No. 

4,177,255 for its purported mark “LUXE HOTELS” in International Class 044 for 

“health spa services.”

55. As applied to the goods and services described in U.S. Trademark 

Registration No. 4,177,255, “LUXE HOTELS” is a generic phrase used to describe 

a type of product—hotels and the goods and services offered therein—and not to 

identify Luxe Hospitality Company, LLC as the producer.

56. The word “Luxe” has been used by the relevant public and third 

parties for decades to describe high-end hotel brands and the services that they 

offer.

57. The USPTO has acknowledged that Luxe’s purported “LUXE” mark is 

widely used as a mark to describe a type or class of hotels.

58. The relevant public understands that LUXE HOTELS is a generic term 

for a luxurious hotel brand and the services offered therein, including health spa 

services.

59. The relevant public associates LUXE HOTELS with an entire class of 

products and does not associate Luxe Hospitality Company, LLC or any other 

entity as the source of LUXE HOTELS.

Case 2:15-cv-07115-JAK-JPR   Document 67   Filed 03/21/16   Page 9 of 16   Page ID #:385
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60. LUXE HOTELS has become a generic term for luxurious hotels and 

the health spa services offered therein, the class of goods or services identified in 

U.S. Trademark Registration No. 4,177,255, and therefore the registration is 

subject to cancellation pursuant to 15 U.S.C. §§ 1064(3) and 1064(5).

61. In light of Luxe’s reliance on its purported rights in U.S. Trademark 

Registration No. 4,177,255 to support its claims against sbe in this action, sbe 

reasonably believes that it has been or will be damaged by the continued 

registration of the alleged mark LUXE HOTELS, U.S. Trademark Registration No. 

4,177,255.

62. sbe is thus entitled to cancellation of U.S. Trademark Registration No. 

4,177,255.  

SIXTH COUNTERCLAIM

(Cancellation of U.S. Trademark Reg. No. 4,212,420 – Generic)

(15 U.S.C. §§ 1064, 1119)

63. sbe incorporates herein by reference Paragraphs 86 through 147 

hereof.

64. On September 25, 2012, Luxe obtained U.S. Trademark Registration 

No. 4,212,420 for its purported mark “LUXE WORLDWIDE HOTELS” in 

Class 043 for “hotel accommodation services” and “hotel, restaurant and bar 

services.”

65. As applied to the goods and services described in U.S. Trademark 

Registration No. 4,212,420, “LUXE WORLDWIDE HOTELS” is a generic phrase 

used to describe a type of product—hotels and the goods and services offered 

therein—and not to identify Luxe Hospitality Company, LLC as the producer.

66. The word “Luxe” has been used by the relevant public and third 

parties for decades to describe high-end hotel brands.

67. The USPTO has acknowledged that Luxe’s purported “LUXE” mark is 

widely used as a mark to describe a type or class of hotels.

Case 2:15-cv-07115-JAK-JPR   Document 67   Filed 03/21/16   Page 10 of 16   Page ID #:386
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68. The relevant public understands that LUXE WORLDWIDE HOTELS 

is a generic term for a luxurious global hotel brand and the services offered therein.

69. The relevant public associates LUXE WORLDWIDE HOTELS with 

an entire class of products and does not associate Luxe Hospitality Company, LLC 

or any other entity as the source of LUXE WORLDWIDE HOTELS.

70. LUXE WORLDWIDE HOTELS has become a generic term for 

luxurious hotels, the class of goods or services identified in U.S. Trademark 

Registration No. 4,212,420, and therefore the registration is subject to cancellation 

pursuant to 15 U.S.C. §§ 1064(3) and 1064(5).

71. In light of Luxe’s reliance on its purported rights in U.S. Trademark 

Registration No. 4,212,420 to support its claims against sbe in this action, sbe 

reasonably believes that it has been or will be damaged by the continued 

registration of the alleged mark LUXE WORLDWIDE HOTELS, U.S. Trademark 

Registration No. 4,212,420.

72. sbe is thus entitled to cancellation of U.S. Trademark Registration No. 

4,212,420.  

SEVENTH COUNTERCLAIM

(Cancellation of U.S. Trademark Reg. No. 4,212,421 – Generic)

(15 U.S.C. §§ 1064, 1119)

73. sbe incorporates herein by reference Paragraphs 86 through 157 

hereof.

74. On September 25, 2012, Luxe obtained U.S. Trademark Registration 

No. 4,212,421 for its purported mark “LUXE” in International Class 043 for 

“hotel, bar and restaurant services.”

75. As applied to the goods and services described in U.S. Trademark 

Registration No. 4,212,421, “LUXE” is a generic adjective used to describe a type 

of product—Luxe’s hotels and the goods and services offered therein—and not to 

identify Luxe Hospitality Company, LLC.
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76. The word “Luxe” has been used by the relevant public and third 

parties for decades to describe high-end hotel brands and the services that they 

offer.

77. The USPTO has acknowledged that Luxe’s purported “LUXE” mark is 

widely used as a mark to describe a type or class of hotels.

78. The relevant public understands that LUXE is a generic term for a 

luxurious hotel brand and the services offered therein.

79. The relevant public associates LUXE with an entire class of products 

and does not associate Luxe Hospitality Company, LLC or any other entity as the 

source of LUXE.

80. LUXE has become a generic term for luxurious hotels and the services 

offered therein, the class of goods or services identified in U.S. Trademark 

Registration No. 4,212,421, and therefore the registration is subject to cancellation 

pursuant to 15 U.S.C. §§ 1064(3) and 1064(5).

81. In light of Luxe’s reliance on its purported rights in U.S. Trademark 

Registration No. 4,212,421 to support its claims against sbe in this action, sbe 

reasonably believes that it has been or will be damaged by the continued 

registration of the alleged mark LUXE, U.S. Trademark Registration No. 

4,212,421.

82. sbe is thus entitled to cancellation of U.S. Trademark Registration No. 

4,212,421.  

EIGHTH COUNTERCLAIM

(Declaration Of Non-Infringement)

(28 U.S.C. §§ 2201 et seq.)

83. sbe incorporates herein by reference and realleges Paragraphs 86 

through 167 hereof.

84. In each instance in which sbe made use of the word “LUX” with its 

mark “SLS LUX,” it has been solely for descriptive purposes.  In all such 
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instances, sbe’s famous registered trademarks, including the SLS mark and/or the 

distinctive SLS Hotels chandelier design mark, have also been prominently 

featured, clearly designating and identifying sbe as the source of its hotel products 

and services.

85. In its Complaint, Luxe has alleged, and sbe denies, that sbe’s 

descriptive use of the word “LUX” in its registered trademark “SLS LUX” 

constitutes trademark infringement, false designation of origin, and/or unfair 

competition under the Lanham Act, California’s Unfair Competition law, and/or 

the common law.

86. Based on the foregoing allegations, there exists between the parties a 

substantial controversy of sufficient immediacy and reality to warrant declaratory 

relief.

87. sbe’s use of the mark “SLS LUX” does not infringe upon any valid 

trademark held by Luxe.

88. sbe is therefore entitled to a declaratory judgment that its use of the 

mark “SLS LUX” does not infringe on any purported trademark rights of the Luxe, 

including but not limited to Trademark Registration Nos. 3,458,611, 4,177,255, 

4,212,420, and 4,212,421, as well as Luxe’s pending trademark applications, U.S. 

Trademark Serial Nos. 8675088, 86839754, 86839748, 86839736, and 86839726.  

sbe’s PRAYER FOR RELIEF

WHEREFORE, sbe respectfully requests that the Court enter judgment in its 

favor as follows:

a) That the Complaint and each and every purported claim for 

relief therein be dismissed with prejudice;

b) That the Court issue an order to the USPTO cancelling U.S. 

Trademark Registration No. 3,458,611;

c) That the Court issue an order to the USPTO cancelling U.S. 

Trademark Registration No. 4,212,420;
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d) That the Court issue an order to the USPTO cancelling U.S. 

Trademark Registration No. 4,212,421;

e) That the Court issue an order to the USPTO cancelling U.S. 

Trademark Registration No. 4,177,255;

f) That the Court issue an order to the USPTO cancelling Luxe’s 

pending trademark applications, including U.S. Trademark Serial Nos. 

8675088, 86839754, 86839748, 86839736, and 86839726;

g) That the Court deny Luxe’s request for cancellation of sbe’s 

registered mark “SLS LUX,” U.S. Trademark Registration No. 4,779,096;

h) That the Court issue a declaration that sbe’s use of the mark 

“SLS LUX” does not:

i) infringe on any trademark rights of Luxe or on any 

common law rights it might have accrued;

ii) violate Section 32 of the Lanham Act, 15 U.S.C. § 1114;

iii) violate Section 43(a) of the Lanham Act, 15 U.S.C. 

§ 1125(a);

iv) constitute trademark infringement under California 

common law; 

v) constitute unfair competition under California common 

law or Cal. Bus. and Prof. Code §§ 17200 et seq.; 

vi) constitute unjust enrichment; or

vii) violate any other federal, state, or common law.

i) That the Court determine that this is an exceptional case under 

15 U.S.C. § 1117(a) and award sbe its attorneys’ fees, costs, and 

disbursements; and

j) That the Court award sbe such other and further relief as the 

Court deems just and proper.
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Dated:  March 21, 2016 DANIEL M. PETROCELLI
DAVID MARROSO
DREW E. BREUDER
MEGAN KELLER SMITH
O’MELVENY & MYERS LLP 

By:     /s/ David Marroso
David Marroso

Attorneys for Defendants
SBE Entertainment Group, LLC, SBE 
Hotel Licensing, LLC, SBE Hotel 
Group, LLC, and SBEEG Holdings, 
LLC
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DEMAND FOR TRIAL BY JURY

Pursuant to Rule 38(b) of the Federal Rules of Civil Procedure, sbe hereby 

demands a jury trial on all issues so triable.

Dated:  March 21, 2016
DANIEL M. PETROCELLI
DAVID MARROSO
DREW E. BREUDER
MEGAN KELLER SMITH
O’MELVENY & MYERS LLP

By:     /s/ David Marroso
David Marroso

Attorneys for Defendants
SBE Entertainment Group, LLC, SBE 
Hotel Licensing, LLC, SBE Hotel 
Group, LLC, and SBEEG Holdings, 
LLC
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DANIEL M. PETROCELLI (S.B. #97802)
dpetrocelli@omm.com
DAVID MARROSO (S.B. #211655)
dmarroso@omm.com
DREW E. BREUDER (S.B. #198466)
dbreuder@omm.com
MEGAN KELLER SMITH (S.B. #307381)
megansmith@omm.com
O’MELVENY & MYERS LLP
1999 Avenue of the Stars, Suite 700
Los Angeles, California  90067-6035
Telephone: (310) 553-6700
Facsimile: (310) 246-6779

Attorneys for SBE Entertainment Group, LLC, 
SBE Hotel Licensing, LLC, SBE Hotel Group, 
LLC, SBEEG Holdings, LLC, and 
Sam Nazarian

UNITED STATES DISTRICT COURT

CENTRAL DISTRICT OF CALIFORNIA

Luxe Hospitality Company, LLC,

Plaintiff,

v.

SBE Entertainment Group, LLC, SBE 
Hotel Licensing, LLC, SBE Hotel 
Group, LLC, SBEEG Holdings, LLC, 
Las Vegas Resort Holdings, LLC, and 
Sam Nazarian,

Defendants.

Case No. 2:15-cv-07115-JAK (JPRx)

SBE ENTERTAINMENT 
GROUP, LLC, SBE HOTEL
LICENSING, LLC, SBE HOTEL
GROUP, LLC, SBEEG 
HOLDINGS, LLC, AND SAM 
NAZARIAN’S ANSWER AND
AFFIRMATIVE DEFENSES TO 
LUXE HOSPITALITY 
COMPANY, LLC’S SECOND 
AMENDED COMPLAINT

Judge:  Hon. John A. Kronstadt

SBE Entertainment Group, LLC, SBE 
Hotel Licensing, LLC, SBE Hotel 
Group, LLC, and SBEEG Holdings, 
LLC,

Counterclaimants,

v.

Luxe Hospitality Company, LLC,

Counterdefendant. 
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SBE Entertainment Group, LLC, SBE Hotel Licensing, LLC, SBE Hotel 

Group, LLC, SBEEG Holdings, LLC, and Sam Nazarian (together, “the sbe 

Defendants”), by and through their attorneys, O’Melveny & Myers LLP, answer the 

Second Amended Complaint (“Complaint”) of Luxe Hospitality Company, LLC 

(“Luxe”) in this action as follows:

NATURE OF THE ACTION

The introductory paragraph of the Complaint is a statement of the legal 

claims alleged in the Complaint and therefore requires no response by the sbe 

Defendants, except the sbe Defendants deny having violated any of the statutes or 

laws identified in this paragraph or infringed any of Luxe’s rights.

PARTIES

1. The sbe Defendants lack knowledge or information sufficient to form a 

belief as to the allegations of Paragraph 1 of the Complaint and, therefore, deny the 

same.

2. The sbe Defendants admit the allegations of Paragraph 2 of the 

Complaint.

3. The sbe Defendants admit the allegations of Paragraph 3 of the 

Complaint.

4. The sbe Defendants admit the allegations of Paragraph 4 of the 

Complaint.

5. The sbe Defendants admit that SBEEG Holdings, LLC is a limited 

liability company having a principal place of business at 5900 Wilshire Blvd., 31
st

floor, Los Angeles, CA 90036, and that Sam and David Nazarian are members of 

the board of that company. 

6. The sbe Defendants admit that Sam Nazarian resides in Los Angeles 

and is a member of the board of SBEEG Holdings, LLC. 
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7. The sbe Defendants admit that Stockbridge/SBE Holdings, LLC is a 

limited liability company that previously owned the SLS Las Vegas, located at 

2535 Las Vegas Blvd. South, Las Vegas, NV 89109, but otherwise lack knowledge 

or information sufficient to form a belief as to the allegations of Paragraph 7 of the 

Complaint and, therefore, deny the same. 

8. The sbe Defendants lack knowledge or information sufficient to form a 

belief as to the allegations of Paragraph 8 of the Complaint and, therefore, deny the 

same.

JURISDICTION AND VENUE

9. The sbe Defendants admit the allegations of Paragraph 9 of the 

Complaint, except deny that SBE Entertainment Group, LLC has violated any of 

the statutes or laws identified in this Complaint or infringed any of Luxe’s rights. 

10. The sbe Defendants admit the allegations of Paragraph 10 of the 

Complaint, except deny that Defendant SBE Hotel Licensing, LLC has violated 

any of the statutes or laws identified in this Complaint or infringed any of Luxe’s

rights.

11. The sbe Defendants admit the allegations of Paragraph 11 of the 

Complaint, except deny that Defendant SBE Hotel Group, LLC has violated any of 

the statutes or laws identified in this Complaint or infringed any of Luxe’s rights.

12. The sbe Defendants admit the allegations of Paragraph 12 of the 

Complaint except deny that Defendant SBEEG Holdings, LLC has violated any of 

the statutes or laws identified in this Complaint or infringed any of Luxe’s rights.

13. The sbe Defendants admit the allegations of Paragraph 13 of the 

Complaint except deny that Defendant Sam Nazarian has violated any of the 

statutes or laws identified in this Complaint or infringed any of Luxe’s rights.

Case 2:15-cv-07115-JAK-JPR   Document 84   Filed 04/25/16   Page 3 of 15   Page ID #:521



4 
SBE’S ANSWER TO LUXE’S SECOND 

AMENDED COMPLAINT

CASE NO. 2:15-CV-07115

1 

2 

3 

4 

5 

6 

7 

8 

9 

10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

26

27

28
 

14. The sbe Defendants lack knowledge or information sufficient to form a 

belief as to the allegations of Paragraph 14 of the Complaint and, therefore, deny 

the same.

15. The allegations of Paragraph 15 state legal conclusions to which no 

responsive pleading is required.  To the extent a responsive pleading is required, 

the sbe Defendants admit that this Court has subject matter jurisdiction over this 

action.

16. The allegations of Paragraph 16 state legal conclusions to which no 

responsive pleading is required.  To the extent a responsive pleading is required, 

the sbe Defendants admit that the Complaint purports to assert that venue is proper 

in this judicial district, but otherwise deny the allegations of Paragraph 16 of the 

Complaint.

BACKGROUND ON DEFENDANTS’ LANHAM ACT VIOLATIONS, 
TRADEMARK INFRINGEMENT, AND UNFAIR COMPETITION

17. The sbe Defendants lack knowledge or information sufficient to form a 

belief as to the allegations of Paragraph 17 of the Complaint and, therefore, deny

the same.

18. The sbe Defendants lack knowledge or information sufficient to form a 

belief as to the allegations of Paragraph 18 of the Complaint and, therefore, deny

the same.

19. The sbe Defendants lack knowledge or information sufficient to form a 

belief as to the allegations of Paragraph 19 of the Complaint and, therefore, deny

the same.

20. The sbe Defendants deny the allegations of Paragraph 20 of the 

Complaint, except admit that the trademarks cited therein appear to be registered 

on the Principal Register (Registration Nos. 3,548,611, 4,212,420, and 4,212,421) 
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and Supplemental Register (Registration No. 4,177,255) of the United States 

Patent and Trademark Office.

21. The sbe Defendants admit that copies of the trademark registrations 

cited in Paragraph 21 appear to be attached as Exhibits A-D to the Complaint.

22. The sbe Defendants deny the allegations of Paragraph 22 of the 

Complaint, except admit that it appears that the Combined Declaration of Use and 

Incontestability for Registration No. 3,548,611 was filed and accepted on the dates 

specified therein.

23. The sbe Defendants lack knowledge or information sufficient to form a 

belief as to the allegations of Paragraph 23 of the Complaint and, therefore, deny

the same, and further deny that Luxe has any common law rights to the LUXE 

marks.

24. The sbe Defendants lack knowledge or information sufficient to form a 

belief as to the allegations of Paragraph 24 of the Complaint and, therefore, deny

the same.

25. The sbe Defendants deny the characterization of sbe’s business as 

alleged in Paragraph 25 of the Complaint.

26. The sbe Defendants deny the allegations of Paragraph 26 of the 

Complaint.

27. The sbe Defendants deny the allegations of Paragraph 27 of the 

Complaint.

28. The sbe Defendants admit that sbe is involved in the planning and 

development of various hotel properties in Miami, Philadelphia, Washington DC, 

and the Bahamas, but otherwise deny the allegations of Paragraph 28 of the 

Complaint.
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The SLS LUX Tower Las Vegas Property

29. The sbe Defendants admit that an sbe entity previously managed the 

SLS Las Vegas, but otherwise deny the allegations of Paragraph 29 of the 

Complaint.

30. The sbe Defendants admit that sbe has sold its interest in the SLS Las 

Vegas, but otherwise deny the allegations of Paragraph 30 of the Complaint.

31. The sbe Defendants lack knowledge or information sufficient to form a 

belief as to the allegations of Paragraph 31 of the Complaint and, therefore, deny 

the same.

32. The sbe Defendants admit that sbe is involved in the planning and 

development of an SLS-branded property in Miami, Florida, but otherwise deny 

the allegations of Paragraph 32 of the Complaint.

33. The sbe Defendants deny the allegations of Paragraph 33 of the 

Complaint.

The SLS LUX Philadelphia Property

34. The sbe Defendants admit that sbe is involved in the planning and 

development of an SLS-branded property in Philadelphia, Pennsylvania, but 

otherwise deny the allegations of Paragraph 34 of the Complaint.

35. The sbe Defendants deny the allegations of Paragraph 35 of the 

Complaint.

The SLS LUX Washington, D.C. Property

36. The sbe Defendants admit that sbe is involved in the planning and 

development of an SLS-branded property in Washington, D.C., but otherwise deny 

the allegations of Paragraph 36 of the Complaint.

37. The sbe Defendants deny the allegations of Paragraph 37 of the 

Complaint.
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The SLS LUX Baha Mar Property

38. The sbe Defendants admit that sbe is involved in the planning and 

development of an SLS-branded property in Nassau, Bahamas, but otherwise deny 

the allegations of Paragraph 38 of the Complaint.

39. The sbe Defendants deny the allegations of Paragraph 39 of the 

Complaint.

40. The sbe Defendants deny the allegations of Paragraph 40 of the 

Complaint.

41. The sbe Defendants deny the allegations of Paragraph 41 of the 

Complaint.

Sam Nazarian

42. The sbe Defendants deny the allegations of Paragraph 42 of the 

Complaint.

43. The sbe Defendants lack knowledge or information sufficient to form a 

belief as to the allegations of Paragraph 43 of the Complaint and, therefore, deny 

the same.

44. The sbe Defendants deny that they are currently using the mark 

“LUX,” as defined and described by Plaintiff.

45. The sbe Defendants deny the allegations of Paragraph 45 of the 

Complaint.

46. The allegations of Paragraph 46 of the Complaint are unintelligible, 

and the sbe Defendants therefore deny those allegations on that basis.
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FIRST CLAIM FOR RELIEF
TRADEMARK INFRINGEMENT AND FALSE DESIGNATION OF 

ORIGIN UNDER 15 U.S.C. § 1125(a)

47. The sbe Defendants incorporate by this reference each and every 

admission, denial, and allegation set forth in Paragraphs 1-46, inclusive, of this 

Answer.

48. The sbe Defendants deny that they are using in interstate commerce in 

marketing goods and services “LUX,” as defined and described by Luxe in

Paragraph 48 of the Complaint.

49. Paragraph 49 is a statement of the legal claims alleged in the 

Complaint and therefore requires no response by the sbe Defendants. To the extent 

a responsive pleading is required, the sbe Defendants deny that they have violated 

any of the statutes or laws identified in this Complaint or infringed any of Luxe’s

rights.

50. The sbe Defendants lack knowledge or information sufficient to form a 

belief as to the allegations of Paragraph 50 of the Complaint and, therefore, deny

the same.

51. The sbe Defendants deny the allegations of Paragraph 51 of the 

Complaint.

52. The sbe Defendants deny the allegations of Paragraph 52 of the 

Complaint.

53. The sbe Defendants deny the allegations of Paragraph 53 of the 

Complaint. 

54. The sbe Defendants deny the allegations of Paragraph 54 of the 

Complaint.

55. The sbe Defendants deny the allegations of Paragraph 55 of the 

Complaint.
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56. The sbe Defendants deny the allegations of Paragraph 56 of the 

Complaint.

57. The sbe Defendants deny the allegations of Paragraph 57 of the 

Complaint.

SECOND CLAIM FOR RELIEF
TRADEMARK INFRINGEMENT UNDER 15 U.S.C. § 1114

58. The sbe Defendants incorporate by this reference each and every 

admission, denial, and allegation set forth in Paragraphs 1-57, inclusive, of this 

Answer.

59. Paragraph 59 is a statement of the legal claims alleged in the 

Complaint and therefore requires no response by the sbe Defendants. To the extent 

a responsive pleading is required, the sbe Defendants deny that they have violated 

any of the statutes or laws identified in this Complaint or infringed any of Luxe’s

rights.  

60. The sbe Defendants admit that the trademarks cited in Paragraph 20 of 

the Complaint appear to be registered on the Principal Register (Registration Nos. 

3,548,611, 4,212,420, and 4,212,421) and Supplemental Register (Registration No. 

4,177,255) of the United States Patent and Trademark Office, but otherwise deny 

the allegations of Paragraph 60 of the Complaint.

61. The sbe Defendants deny the allegations of Paragraph 61 of the 

Complaint.

62. The sbe Defendants deny the allegations of Paragraph 62 of the 

Complaint.

63. The sbe Defendants deny the allegations of Paragraph 63 of the 

Complaint.

64. The sbe Defendants deny the allegations of Paragraph 64 of the 

Complaint.
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65. The sbe Defendants deny the allegations of Paragraph 65 of the 

Complaint.

66. The sbe Defendants deny the allegations of Paragraph 66 of the 

Complaint.

THIRD CLAIM FOR RELIEF
CANCELLATION OF U.S. TRADEMARK REGISTRATION

67. The sbe Defendants incorporate by this reference each and every 

admission, denial, and allegation set forth in Paragraphs 1-66, inclusive, of this 

Answer.

68. Paragraph 68 is a statement of the legal claims alleged in the 

Complaint and therefore requires no response by the sbe Defendants. To the extent 

a responsive pleading is required, the sbe Defendants deny that they have violated 

any of the statutes or laws identified in this Complaint or infringed any of Luxe’s

rights.  

69. The sbe Defendants deny the allegations of Paragraph 69 of the 

Complaint, except they admit that the trademark cited therein appears to be 

registered on the Principal Register, and that said registration speaks for itself.

70. The sbe Defendants lack knowledge or information sufficient to form a 

belief as to the allegations of Paragraph 70 of the Complaint and, therefore, deny

the same, except they admit that the trademarks cited therein speak for themselves.

71. The sbe Defendants admit that SBE Hotel Licensing, LLC filed the 

application for Trademark Registration No. 4,779,096, but otherwise deny the 

allegations of Paragraph 71 of the Complaint.

72. The sbe Defendants deny the allegations of Paragraph 72 of the 

Complaint.

73. The sbe Defendants deny the allegations of Paragraph 73 of the 

Complaint.
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FOURTH CLAIM FOR RELIEF
CALIFORNIA COMMON LAW UNFAIR COMPETITION

74. The sbe Defendants incorporate by this reference each and every 

admission, denial, and allegation set forth in Paragraphs 1-73, inclusive, of this 

Answer.

75. Paragraph 75 is a statement of the legal claims alleged in the 

Complaint and therefore requires no response by the sbe Defendants. To the extent 

a responsive pleading is required, the sbe Defendants deny that they have violated 

any of the statutes or laws identified in this Complaint or infringed any of Luxe’s

rights.  

76. The sbe Defendants deny the allegations of Paragraph 76 of the 

Complaint.

77. The sbe Defendants deny the allegations of Paragraph 77 of the 

Complaint.

78. The sbe Defendants deny the allegations of Paragraph 78 of the 

Complaint.

79. The sbe Defendants deny the allegations of Paragraph 79 of the 

Complaint. 

80. The sbe Defendants deny the allegations of Paragraph 80 of the 

Complaint.

FIFTH CLAIM FOR RELIEF
CALIFORNIA COMMON LAW - TRADEMARK INFRINGEMENT

81. The sbe Defendants incorporate by this reference each and every 

admission, denial, and allegation set forth in Paragraphs 1-80, inclusive, of this 

Answer.

82. Paragraph 82 is a statement of the legal claims alleged in the 

Complaint and therefore requires no response by the sbe Defendants. To the extent 
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a responsive pleading is required, the sbe Defendants deny that they have violated 

any of the statutes or laws identified in this Complaint or infringed any of Luxe’s

rights.  

83. The sbe Defendants lack knowledge or information sufficient to form a 

belief as to the allegations of Paragraph 83 of the Complaint and, therefore, deny

the same, and further deny that Luxe has any common law rights to the LUXE

marks.

84. The sbe Defendants deny the allegations of Paragraph 84 of the 

Complaint.

85. The sbe Defendants deny the allegations of Paragraph 85 of the 

Complaint.

86. The sbe Defendants deny the allegations of Paragraph 86 of the 

Complaint. 

SIXTH CLAIM FOR RELIEF
CALIFORNIA STATUTORY UNFAIR COMPETITION

87. The sbe Defendants incorporate by this reference each and every 

admission, denial, and allegation set forth in Paragraphs 1-86, inclusive, of this 

Answer.

88. Paragraph 88 is a statement of the legal claims alleged in the 

Complaint and therefore requires no response by the sbe Defendants. To the extent 

a responsive pleading is required, the sbe Defendants deny that they have violated 

any of the statutes or laws identified in this Complaint or infringed any of Luxe’s

rights.  

89. The sbe Defendants deny the allegations of Paragraph 89 of the 

Complaint.

90. The sbe Defendants deny the allegations of Paragraph 90 of the 

Complaint. 
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As for their separate and affirmative defenses to the Complaint, and without 

suggesting or conceding that they have the burden of proof on any such defenses, 

the sbe Defendants allege as follows:

FIRST AFFIRMATIVE DEFENSE

91. The Complaint fails to state a claim upon which relief may be granted.

SECOND AFFIRMATIVE DEFENSE

92. There is no likelihood of confusion, mistake, or deception based on the 

sbe Defendants’ use of the common, descriptive word “LUX” in conjunction with 

their SLS LUX-branded hotel services and residential properties.

THIRD AFFIRMATIVE DEFENSE

93. Luxe’s claims are barred in whole or in part by the doctrine of waiver.  

FOURTH AFFIRMATIVE DEFENSE

94. Luxe’s claims are barred in whole or in part by the doctrine of 

estoppel.

FIFTH AFFIRMATIVE DEFENSE

95. Luxe’s claims are barred in whole or in part by the doctrine of 

acquiescence.

SIXTH AFFIRMATIVE DEFENSE

96. Luxe’s claims are barred in whole or in part by the doctrine of unclean 

hands.

SEVENTH AFFIRMATIVE DEFENSE

97. Luxe’s claims are barred in whole or in part by the doctrine of laches.

EIGHTH AFFIRMATIVE DEFENSE

98. Luxe is engaged in trademark misuse by attempting to monopolize the 

market beyond the boundaries of its purported trademark.
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NINTH AFFIRMATIVE DEFENSE

99. Luxe’s claims are barred in whole or in part by the doctrine of 

innocent use. 

TENTH AFFIRMATIVE DEFENSE

100. Luxe’s claims are barred in whole or in part by the doctrine of prior 

use.

ELEVENTH AFFIRMATIVE DEFENSE

101. Luxe’s claims are barred in whole or in part by the applicable statutes 

of limitations.

TWELFTH AFFIRMATIVE DEFENSE

102. Luxe has suffered no damages and/or has failed to mitigate its 

damages, if any.

THIRTEENTH AFFIRMATIVE DEFENSE

103. Luxe’s claims are barred in whole or in part because Luxe’s purported 

marks are merely descriptive and therefore unregistrable, invalid, and 

unprotectable.

FOURTEENTH AFFIRMATIVE DEFENSE

104. Luxe’s claims are barred in whole or in part because Luxe’s purported 

marks are generic and therefore unregistrable, invalid, and unprotectable.

FIFTEENTH AFFIRMATIVE DEFENSE

105. Luxe’s claims are barred in whole or in part by the doctrine of fair use.

SIXTEENTH AFFIRMATIVE DEFENSE

106. The sbe Defendants are informed and believe and on such basis allege

that they may have additional defenses available to them, which are not fully 

known and of which they are not presently aware.  The sbe Defendants reserve the 

right to raise and assert further additional defenses after such defenses have been 

ascertained.  
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Dated:  April 25, 2016 DANIEL M. PETROCELLI
DAVID MARROSO
DREW E. BREUDER
MEGAN KELLER SMITH
O’MELVENY & MYERS LLP 

By:     /s/ David Marroso
David Marroso

Attorneys for Defendants
SBE Entertainment Group, LLC, SBE 
Hotel Licensing, LLC, SBE Hotel 
Group, LLC, SBEEG Holdings, LLC,
and Sam Nazarian
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